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REMARKS/ARGUMENT 

Request for Personal IntervicTv: 

Attached hereto isaFonnPTOL-413A, AppUcants'reprcsentative will contact the Examiner 
by telephone to set a luutually convenient date and time. 

Regarding the Claims in General; 

Claims 2-4, 10, and 11 are pending. No amendments for these claims are proposed herein. 
Claims 7-9, directed to a non-elected invention, are cancelled hereby without prejudice. The 
application is now beheved to be in condition for allowance, and entry of this Amendment for that 
purpose i$ respectfully requested. 

Applicants note with appreciation the indication that claim 4 would be allowable if rewritten 
in independent form incorporating the limitation of its parent claims. As this claim is dependent on 
claim 10 which is believed to be patentable, claim 4 is being retained in dependent fonn pending 
further consideration by the Examiner. 

Regarding the Prior Art Rejections: 

Applicants respectfully requests reconsideration of the rejection of claim 2, 3, 10, and 1 1 as 
anticipated by Shimiiu et al. U.S. Patent 4,044,984 (Shimizu), Tetreault ct al. U.S, Patent 5,997,798 
(Tetreault), Peters et al U.S. Patent 6,019,588 (Peters), and of claim 1 1 as anticipated by Schmidt 
U.S. Patent 4,697,784 (Schmidt), BaurdU.S. Patent 5,059,105 (Baird), Nishihara et aL U.S. Patent 
5,779,958 (Nishihara) or Steijer et al. U.S. Patent 6,193,493 (Steijer). 

Preliminarily, however, applicants remain concerned that the four pending claims are still 
being rejected as anticipated by no less than seven separate references. It is not understood how this 
can be justified in light of the clear directive of M,P,E.P. 706.02. This issue was raised in response 
to the previous 0£B.ce Action but has not been addressed by the Examiner. 

In any event, despite the massive bombardment of prior art, the fact remains that, when 
properly interpreted, the references do not anticipate the invention as claimed herein. 
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It is respectfully submitted that die Examiner has given unduly brdad interpretation of a key 
feature of the claims. In particular, claun 10 is directed to a mold comprising: 

two mold halves, 

the mold including portions configured to define the shape of a cavity 
which receives molding material for encapsulating a semiconductor 
chip; 

one of the mold halves including an aperture extending therethrough 
and 

a contact member formed of a compressible material, and positioned 
in the aperture, 

the contact member being so shaped and positioned diat it is in 
contact with a surface of a semiconductor chip being encapsulated in 
the mold 

Independent claim 1 1 is similar, except that this claim requires that: 

'the portion of the contact member which is in contact with the 
portion of the surface of the semiconductor chip is so profiled as to 
minimize seepage of molding material onto the portion of the surface 
of the semiconductor chip during molding." 

None of the seven references as appUed to the claims teaches or suggests a mold in which 
one of the mold halves includes an aperture extending therethrough with a member positioned in 
the aperture, the member being "so shaped and positioned that it is in contact with a surface of a 
semiconductor chip being encapsulated in the mold", or "so profiled as to minimize seepage of 
molding material onto the portion of the surface of the semiconductor chip during molding," 

The claimed aperture is not the same thing as a recess or a cavity. The Merriam-Webster 
Dictionary, Online Edition, 2004, defines aperture as "an opening or open space : hoi e." In contrast, 
it also defines recess as "an indentation, cleft", and cavity as "an unfilled space witJiin a mass; 
especially : a hoUowed-out space." 
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In each reference as ^plied^ except for Steijer, what the examiner calls the contact member 
is in a recess or cavity, not in an aperture through one of the mold sections. Steijer, however, is 
distinguishable for other reasons as indicated below. 

Also, except in the case of Tetreault, the contact portion (which is not in an aperture in any 
event), does not touch the chip itself, but instead touches a lead frame or some other carrier. 

The following specijRc differences exist between the rej ected claims and the seven references : 

Shimizu (applied against claims 2. 3, 10. IIV Element 13 is a mold cavity block, and 
clement 20 is a lead frame, not a chip. Mold insert 1 3 is in a cavity or recess, not an aperture, 
and it is in contact with the lead frame. It does not contact the chip, m^d is not profiled to 
prevent seepage of molding material onto the chip. 

Schmid fapphed against claim 1 1>: Elements 34, 64b are mold inserts, and element 106 is 
the wafer. No part of either insert is in contact with wafer 106, and tbey are not profiled to 
prevent seepage of molding material onto the chip. Also, the inserts are in recesses, not in 
apertures. 

Baird rapplied against clai-m 1 IV What examiner refers to as contact sections 12, 13 are the 
actual cavity plates which define the mold cavities. These are located in recesses or cavities, 
not apertures. The semiconductor device 14 of Fig. 1 includes a diode 18 soldered lo heat 
sinks 16 and 17. Cavity plates 12 and 13 touch heat sinks 16 and 17, and not diode 18, and 
are not profiled to prevent seepage of molding material onto the chip (diode). 

Nishihara et al. (applied against claim 1 0 : Plate 24 contacts a substrate 2, not chip 3, and 
is not profiled to prevent seepage of molding material onto the chip. 

Tetreault fanplied against claims 2. 3, 10, 10; Figs. 5 and 7 show a mold insert 26 which 
contacts semiconductor device 46. However, this is in a recess or cavity, not in an aperture. 
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Peters et al. ^applied against claims 2. 3, 1 0. 11): What the examiner calls a semiconductor 
chip is actually a carrier4 on which achip is arranged for molding (see col. 2, lines 61-62), 
not a chip per se. What the examiner calls a contact member is actually a compensation 
dement in the form of a spring ring 1 1 which holds carrier 4 in place by pressing it against 
the peripheral edge 1 2 of upper mold part 3 (see CoK 3 > lines 3-9), It is not in contact with 
the chip. Also, the compensation member is in a recess or cavity^ not an aperture, and is not 
profiled to prevent seepage of molding material onto the chip. 

Steiier ct al. fapphed against claim 11): What the examiner calls a silicon wafer is an 
optocomponent 5 which is comprised of a substrate plate on which passive or preferably 
active components (not shown) are mounted. Wliat the examiner calls contact members arc 
guide pins 7 which fit into grooves in the substrate plate (see col. 5, lines 5 1 -63). The guide 
pms are not in contact with the circuit devices themselves, and are not profiled to mimmize 
seepage of molding compound onto parts of the circuit devices. 

It has been demonstrated above that claims 2, 3, 10, and 1 1 clearly distinguish the present 
invention from the cited prior art, and therefore should be allowed, along with claim 4, Since non- 
elected claims 7-9 are canceled hereby, entry of this amendment will place the application in 
condition for allowance 

In view of the foregoing, favorable reconsideration, entry of this Ajnendment, and allowance 
of this apphcation are respectfully solicited. 

I hereby certify that this correspondence is being Respectfully submitted, 
transmitted via facsimile to (703) 872-93 10, addressed 
to: Mail Stop RCE. Commissioner for Patents, P.O. 
Box 1450, Alexandria, VA 22313-1450 on May 18, 
2004; 



Lawrence A Hofirnan 



Name of applicant, assignee or Lawrence A Hoffman 

Registered R^re^ntpv^-^ Registration No. : 22,436 



Signature 





1 OJiil OSTROLENK, FABER, GERB & SOFFEN, LLP 

— \ ^ ^ 1 1 so Avenue of the Americas 



1 1 80 Avenue of the Americas 
New York, New York 10036-8403 



LAH:sks 



May 18, 2004 Telephone: (212)382-0700 

Date Qf Signature 
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APPLICANT INITIATED INTERVIEW REQUEST FORM 



Application No.: 09/901,517 

Examiner: Heitbrink 
Tentative Participants: 

(i) Lawrence A Hoffman (2) Timothy W. Heitbrink 

(3) (4) 
Proposed Date of Interview: To be detennined 



First Named Applicant: Shu Chuen Ho 

Art Unit: 1722 Status of Applicallion: under final rejection 



Type of Interview Requested: 

(1) [ 1 Telephonic (2) [ X] Personal 



Proposed Time: 
(AM/PIVI) 

(3) [ ] Video Conference 



Exhibit To Be Shown or Demonstrated: [ ] YES 
If yes^ provide brief description: 



[ X ]N0 



Issues To Be Discussed 



Issues 
{R0U ObJ., etc.) 



Claims/ 
Fig, #3 

Claims 2.3. 10. 11 



(1)R6j. . 
(2) 
(3) 
(4) 
(5) 

[ ] Continuation Sheet Attached 



Prior Art 

Shimizu; Tetreault et al. 
=*eters; Schmidt 
Baird; Nishihara et at.; 
and Steijer 



Discussed 



Agreed 



Not Agreed 



Brief Description of Arguments to be Presented: 



NJone of the seven references applied by the Examiner anticipates the claims. 



An interview was conducted on the above^ldentffied application on 



NOTE: 



This form should be completed by applicant and submitted to the examiner in advance of the interview (see 
MPEP §713.01). 

This application will not be delayed from Issue because of applicant's failure to submit a written record of this 
interview. Therefore, applicant is advised to file a statement of the substance of this interview (37 CFR 




.awrence A Hoffman 
Registration No.:22.436 
Applicanl/Applicanf s Representative Signature 



Examiner/SPE Signature 



This collection of information Is required by 37 CFR 1 .133- The infomriallon (3 required to Obtain or retain a b&rtetit by the public wtiich is to file (and by 
the USPTO to prd}cess) an application. Confidentiality (9 govamed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to lake 21 minutss 
to cofnplete, including gathering, pr$parlng, aF>d subrruUing the completed appiicatioo form to tti9 usPTO. Time wl)! vgiy depending upon the individual 
cases. Any commentg on ths anfyiunt of time you require to complete this form and/or suggssb'ons for reducing thie burden, should be s^nt to the Chief 
infonmaijon Offteer, U.S. Patent and Trademark Office, U.S. Department of Commerce, p.o. Box 1450, Alexandria. VA 2231 3-1450. DO NOT SEND 
Fees OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commisaioner fof Patents, P.O. Box 1450, Alexandria, VA 22313-1450 

If you need e^s/sfancd in compfsting the fy/m. caff l-dOO-PTO-QWQ Qnd se/wt opOon 2. 
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